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Trademar k Judges.

Opi nion by Walters, Adm nistrative Trademark Judge:

Eur opean Tel ecommuni cations Standards Institute has
filed an application to register on the Principal
Regi ster the mark 3GPP for a variety of goods and

services in International Classes 9, 16, 35, 38 and 42.1

1'Serial No. 75/591,159, filed Novenber 16, 1998, based on an al l egation
of a bona fide intention to use the mark in commerce.
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The Exami ning Attorney refused registration on the ground
that the identification of goods and services was
indefinite and required amendnent. Applicant filed a
response anmendi ng the existing identification of goods
and services and adding services in International Classes
39 and 40. The Exam ning Attorney continued the refusal
with respect to the identified goods and services in
I nternational Classes 9 and 39. Applicant declined to
further anmend its identification of goods and services
and the exam ning attorney made the refusal final.
Applicant filed a notice of appeal, a request for
reconsi deration and a request to divide the application.
Pursuant to applicant’s request, the goods and services
in International Classes 16, 35, 38, 40 and 42 were
di vided out of this application (the “parent”
application) and a “child” application was created,
Serial No. 75/981,059. Application Serial No.
75/ 591, 159, the parent application, retained goods and
services in International Classes 9 and 39. Upon
reconsi deration, the exam ning attorney accepted the
further amendnent to the identification of services in

| nternati onal Cl ass 39.
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However, the exam ning attorney continued the final
refusal to register in application Serial No. 75/591, 159,
under Section 1 of the Trademark Act, 15 U. S.C. 1051, on
the ground that applicant’s identification of goods in
International Class 9 is indefinite.? Both applicant and
t he exam ning attorney have filed briefs, but an oral
heari ng was not requested.

The identification of goods in International Class 9
(as anmended in applicant’s request for reconsideration)
is as follows:

Tel ecomruni cati on apparatus and instrunments,
nanely, cellular nobile systens, nanely
transmtters, receivers, handsets, playstations,
ant ennas; network term nals and

t el ecommuni cati ons and networking infrastructure
equi pnment, nanely, conputer hardware and
software for use by tel ecommuni cations carriers
and network service providers to deliver data
and voi ce conmuni cation services;

m croprocessors; electrical apparatus and
instrunents, nanely, radio and

tel ecomruni cations transmtters and el ectri cal
power supplies therefor; optical apparatus and
instrunments, nanely, infrared signal
transmtters and | asers; neasuring apparatus and
instrunents, nanely, receivers for receiving,
anal yzi ng and neasuring radi o frequency signals
and power; signaling apparatus and instrunents,
namely, radio frequency signaling devices,

2 The application includes services in International C ass 39 that are
not subject to refusal and, thus, are not considered in this appeal
However, should applicant not ultimately prevail in its appeal, the
exam ning attorney’s refusal pertains to the application inits
entirety. Simlarly, applicant may not seek a renmand after this Board's
deci sion for consideration of a further anendnent to its identification
of goods, as the Board has no authority to allow such action

Applicant’s only recourse would be to file a new application.
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namely radi o frequency transnmtters and
receivers; audio and visual alerting devices,
nanmely tel ephone alerting devices, nanely

el ectroni c horns, speakers, strobe |lights, and
ringers, |loop extenders, ring generators,
nmodul ar cords, and ring repeaters; teaching
apparatus and instruments, nanely, |aboratory
and scientific equipnment; conmputer software,
namely, software used for the operation of
cellular nmobile tel ecommunication and data
conmuni cation systens, and dat abase managenent;
conput er hardware and peri pheral equi prment
therefor; nultinedia software recorded on CD- ROM
used for the operation of cellular nobile

t el ecommuni cati on and data conmmuni cati on
systens; electronic and nagnetic storage nedia,
namely, CD-ROMs, video discs, optical drives,
magnetic disc drives, magnetic tapes and optical
data carriers; electronic nmenory integrated
circuit chips; voice coders and decoders; tapes,
di scs, wires and cards all encoded with conputer
prograns and/or data used for the operation of
cellular nobile tel ecommuni cation and data
conmuni cation systens, and dat abase managenent;
magnetically encoded pre-paid cards, smart cards
and SIM (Subscriber Identity Mdul e) cards;

vi deo conferencing equi pnent, nanely

t el econferenci ng equi pnment; optical character
recognition apparatus; comrmuni cations equi prment,
namely, cellular nobile tel ephone

stations/ handsets, radio receivers and
transmtters, audio and video broadcasting
apparatus nanely, digital and anal ogue signal
transmtters, receivers and converters, radio,
tel evision and tel ephone transmtters, receivers
and servers; fixed multi-channel comrunication
appar at us; nodens, vehicul ar comrmuni cati on

appar atus, nanely nobil e phones, vehicul ar
transceivers, and car kits for the adaptati on of
portabl e communi cati on apparatus and instrunments
for vehicular use; facsim|le mchines, data
comruni cati on apparatus, nanely transmtters,
receivers, transceivers and n croprocessors;

voi ce frequency transmtters, tel ephone
transmtters and receivers, and tel ephone
termnals for the transm ssion, storage and
reproductions of sound, text, imges and dat a;
and parts thereof.
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The allegedly indefinite portions of the
identification of goods, and the exam ning attorney’s
requi rements® in connection therewith, are detailed bel ow

1. Current identification: “telecommunication apparatus
and instrunments, nanely, cellular nobile systens, nanely
transmtters, receivers, handsets, playstations,

ant ennas”

exam ning attorney’s objection: Playstation is a
regi stered trademark and nust be del et ed.

2. Current identification: “network termn nal s”

exam ning attorney’s objection: applicant nust specify
the type of network termnals, e.g., conputer
network term nal s.

3. Current identification: “telecommunications and
net wor ki ng infrastructure equi pnment, nanely, conputer
hardware and software for use by tel econmunications
carriers and network service providers to deliver data
and voi ce conmuni cation services”

exam ning attorney’'s objection: applicant nust specify
the type of “networking infrastructure,” e.g.,
conputer networking infrastructure.

4. Current identification: “mcroprocessors; electrical
apparatus and instrunments, nanely, radio and

t el ecommuni cations transmtters and el ectrical power
supplies therefor”

exam ning attorney’s objection: applicant nust specify
the type of “tel ecommunications transmtters,” e.g.,
t el ephone tel ecommuni cations transmtters.

5 In each allegation by the exam ning attorney, the required amendment
is assuned to include the requirement that the “conmon comrercial nanes”
of the goods be used.
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5. Current identification: *“optical apparatus and
instruments, nanely, infrared signal transmtters and
| asers”

exam ning attorney’'s objection: applicant nmust specify

the type of “lasers,” e.g., lasers not for nedical
use.
6. Current identification: “teaching apparatus and

i nstrunents, nanely, |aboratory and scientific equipnent”

exam ning attorney’s objection: “laboratory and
scientific equipnment” is indefinite — applicant nust
be specific.

7. Current identification: “conputer software, nanely,
software used for the operation of cellular nobile

t el ecommuni cati on and data conmmuni cati on systens, and
dat abase managenent; conputer hardware and peri phera
equi pment therefor; multinedia software recorded on CD
ROM used for the operation of cellular nobile

tel ecommuni cati on and data communi cati on systens;

el ectronic and magnetic storage nmedia, nanely, CD- ROVs,
vi deo discs, optical drives, magnetic disc drives,
magneti c tapes and optical data carriers”

exam ning attorney’'s objection: applicant nust specify
whet her the “electronic and magnetic storage nedi a”
is prerecorded or blank, and, if prerecorded, the
nature of the data or information contained thereon

8. Current identification: “electronic nenory
integrated circuit chips; voice coders and decoders;

t apes, discs, wires and cards all encoded with conputer
prograns and/ or data used for the operation of cellular
mobi | e tel ecommuni cati on and data conmuni cati on systens,
and dat abase nmanagenent”

exam ning attorney’s objection: “and/or” nust be
replaced with the word “and.”

9. Current identification: “magnetically encoded pre-
paid cards, smart cards and SIM (Subscriber identity
Modul e) cards; video conferencing equi pnent, nanely

t el econferenci ng equi pment”
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exam ning attorney’s objection: Parenthetical clauses
are unacceptabl e; applicant nust delete “SIM and
t he parentheses around “Subscriber Identity Mdule.”

10. Current identification: “optical character

recogni tion apparatus; conmunications equi pment, nanely,
cellular nmobile tel ephone stations/handsets, radio
receivers and transmtters, audio and video broadcasting
apparatus nanely, digital and anal ogue signal
transmtters, receivers and converters, radio, television
and tel ephone transmtters, receivers and servers; fixed
mul ti-channel comruni cati on apparat us”

exam ning attorney’'s objection: “stations/handsets” is
unaccept abl e and should be replaced with “stations
and handsets.”

11. Current identification: “nodens, vehicul ar

conmuni cati on apparatus, nanmely nobil e phones, vehicul ar
transceivers, and car kits for the adaptati on of portable
communi cation apparatus and instruments for vehicul ar
use”

exam ning attorney’s objection: “car kits” is
i ndefinite; the conponents thereof nust be
identified.

12. Current identification: “facsimle machines, data

conmuni cation apparatus, nanmely transmtters, receivers,
transcei vers and m croprocessors”

exam ning attorney’s objection: applicant nmust identify
the type of transmtters, e.g., telephone
transmtters.

13. Current identification: “voice frequency
transmtters, telephone transmtters and receivers, and
t el ephone termnals for the transm ssion, storage and
reproductions of sound, text, images and data; and parts
t her eof”

exam ning attorney’s objection: applicant nmust identify
the type of “voice frequency transmtters”, e.g.,
voi ce frequency tel ephone transmtters.
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Applicant’s only argunent in its brief is that its
amended identification of goods in its Request for
Reconsi deration conplies with the requirenments set forth
in the final office action.*

We have carefully reviewed both the identification
of goods in International Class 9, as it evolved fromthe
originally-filed application to the request for
reconsi deration, and the exam ning attorney’'s specific
requi renents for anmendnents to the identification of
goods t hroughout prosecution of the application.

The position taken by the exam ning attorney, the
specific requirenments of which are detailed in her brief,
are the same as those set forth in her e-mail to
applicant’s attorney regarding the anended identification
of goods in the request for reconsideration, and entirely
consistent with the requirenment for greater specificity
in the final office action. It is entirely reasonable
that the specific requirenents in the denial of the
request for reconsideration would change fromthose
enunci ated in the final action to address indefinite
| anguage renmmi ning in the amendment contained in the

request for reconsideration.

4 Applicant does not contend that the final office action or the appeal
is premature or that the exam ning attorney’s requirenents are
substantively or grammatically incorrect or frivol ous.
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We are perplexed by applicant’s action in a case
t hat shoul d have been resolved long prior to its reaching
the Board for a decision on appeal. In an application
such as this one, involving a Iong and techni cal
identification of goods in International Class 9, it is
mere conmmon sense that applicant and the exam ning
attorney should make every effort to communicate to
resol ve any problens or m sconmuni cations. Fromthe
record it appears that neither applicant’s attorney nor
the originally-assigned exam ning attorney made any such
attempts. However, follow ng applicant’s request for
reconsi deration, which included an anended identification
of goods and services, the new y-assi gned exam ni ng
attorney sent applicant’s attorney, via e-mail, a very
detailed list of the problenms remaining with the
identification of goods in International Class 9. She
al so docunment ed her subsequent attenpts to reach
applicant’s attorney by telephone and e-mail to resolve
t hese problenms. She reports in her brief that applicant
sinply did not respond.

The nere fact that applicant anmended its
identification of goods in response to the final office
action does not automatically render that identification

of goods acceptable. Therefore, having considered the
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i ndi vi dual requirenents nmade by the exanm ning attorney as
the basis for the refusal to register, we nake the
findi ngs stated bel ow.

The exam ning attorney has established, by
subm ssion of a copy of the registration fromthe records
of the U.S. Patent and Trademark Office (PTO), that
Pl aystation is a registered trademark. Therefore, it nmay
not be used in a descriptive manner to identify a type of
product in an identification of goods. The requirenent
to delete this termis correct.

We agree with the exam ning attorney’s concl usion
that the phrases “laboratory and scientific equipnment”

and “car kits” are overly broad and, thus, indefinite.
Even in the context of the full identification of goods,
it is not clear what conprises such “equi pment” or
“kits,” or whether the conponents should be properly
listed in other classes if sold separately. The
requi rement for specification in these two cases is
correct.

However, we find that the remmining requirenents are
unnecessary. \When the allegedly indefinite ternms are
considered in the context of the entire phrase in which

t hey appear or within the entire identification of goods

in International Class 9, the |anguage is adequately

10
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specific. In particular, we note that there is no need
to preface the terns “network term nals” and “networking
infrastructure equi pment” with the word “conputer” in

t hese specific contexts, because the word “conputer” is
sel f-evident fromthe context. Also, it is not necessary
to further specify the nature of “telecomunications

transmtters,” “data comrunication transmtters,” or
“voice frequency transmtters” because their character is
clearly understood within the context of the |arger
identification of goods in that class. Finally, while
there are contexts in which “and/or” or the use of a
slash “/” may be anbi guous, there is no per se rule in
this regard and the context nust be considered. 1In this
case, the nmeanings of these terns and synbols are clear
within the context of the highly related subject matter
in the identification of goods. Simlarly there is no
per se rule that parentheses are unacceptable. 1In this
case, there is no anbiguity in the use of parentheses to
give the full nmeaning of an acronym

Because several aspects of the identification of
goods in International Class 9 remain indefinite, the
refusal to register on the grounds that the

identification of goods in International Class 9 is

indefinite is appropriate.

11
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Deci si on: The refusal under Section 1 of the Act,

on the ground that the identification of goods in

International Class 9 is indefinite, is affirned.
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Trademark Trial and Appeal Board
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Amendnent to Deci sion

Mark B. Harrison of Venable, Baetjer, Howard and
Civiletti for European Tel econmmuni cati ons Standards
Institute.

Tonja M Gaskins, Trademark Exam ning Attorney, Law
O fice 112 (Janice O Lear, Managi ng Attorney).

Before Hairston, Walters and Drost, Adm nistrative
Trademar k Judges.

Walters, Adm nistrative Trademark Judge:
The deci sion issued July 10, 2002, is hereby anmended by:
(1) deletion of footnote 2 fromthe opinion and

substitution of the follow ng as footnote 2:

2 The application includes services in International Class 39 that are
not subject to refusal and, thus, are not considered in this appeal
Shoul d applicant not ultimately prevail in its appeal, the application
will be forwarded for publication for the services in Internationa
Class 39 only. Applicant may not seek a remand after this Board's

deci sion for consideration of a further anendnent to its identification

13
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of goods in International Class 9, as the Board has no authority to
all ow such action. Applicant’s only recourse would be to file a new
application for the goods in International Cl ass 9.

and

(2) addition of the follow ng sentence to the end of the
opi ni on:

The application will be forwarded for publication in International Class
39 for the identified services only.

The tinme for appeal will run fromthe date of this

“Amendnent to Decision.”
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